N

(- INTELLECTUAL
) PROPERTY

FOR ENTREPRENEURS




INTELLECTUAL
PROPERTY
FOR ENTREPRENEURS

EEEEEEEEEEEEEEEEEEEEEEEEE
LLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLLL




Authors:

Dorota Rzgzewska, National and European Patent Attorney, Legal Advisor,

JWP Patent Attorneys, JWP Law Firm

Tomasz Gawliczek, Patent Attorney, Legal Advisor, JWP Patent Attorneys, JWP Law Firm
Anna Kupinska-Szczygielska, JWP Patent Attorneys

Karolina Totwinska, JWP Patent Attorneys

Graphic Design: Marek Sikorski, Patent Office of the Republic of Poland
Cover Design: Agata Juskowiak, Patent Office of the Republic of Poland
Proofreading: Ewelina Bgkowska, Patent Office of the Republic of Poland
Translation: Jagoda Janiak, Patent Office of the Republic of Poland

© Patent Office of the Republic of Poland
Warsaw 2023

ISBN 978-83-65470-83-6

Free publication,
co-financed in cooperation with EUIPO

Publisher:

PATENT OFFICE OF THE REPUBLIC OF POLAND
Al. Niepodlegtosci 188/192, 00-950 Warsaw

Tel. (+48) 22 579 00 00

www.uprp.gov.pl


www.uprp.gov.pl

Contents

Intellectual property rights in the enterprise. . . . ... ... ...... 5
1. What is an intellectual property? . . . . . ... .. .. ... ... ... ... 5
2. What intellectual property rights your companycanuse . . . . ........... 6
Trademarks . . . . . e e e e e e e e e e e 6
Industrial designs . . . . . . . . e e e e e e 8
Inventions and utility models . . . . . . . .. .. e 10
Topographies of integrated circuits . . . . . .. . ... .. . . . .. e e 12
Geographicalindications . . . . . . . . . . . e e 12
Copyright. . . . . . e e e e e e e e e e 12
3. Why is it worth protecting intellectual property?. . . . . ... ... ... ...... 14

How to effectively protect and manage intellectual property rights

INYOUr COMPANY . . . v v e e e e e e e e e e e e e e e e e e e e e 16
1. Business strategy and protectionstrategy. . . . . . ... ... ... .. ... . ... 16
Yourbusiness goals. . . . . . . . .. e e e e e e 16
Do you invest in the development of your own solutions
ordoyouprefertouselicenses?. . . . . . . . .. . e e 16
What do you want to protect and with whatrights? . . . ... ... .............. 17
Where do you want to protect your products and services?. . . . ... ... ......... 18
How long will you wanttouse therights? . . . ... ... ... ... ... .. ... ....... 19
What budget will you allocate to protect exclusiverights?. . . . . ... ... ... ...... 20
Strategy examples . . . . ... e e e e e e 20
2. Building a portfolio of industrial propertyrights . . . . .. ... ... ........ 22
Use patentdatabases . . . . ... .. . . @ i i i e e 22
Do trademark search beforefiling . . . . . .. ... ... ... .. . .. . .. . 22
File the appropriate applications. . . . . . . . . . . . . . . . e 23
Intellectual property proceduresandoffices. . . . . . ... .. ... . . . ... . . . . ... 23
Use the help of a professional representative . . . . . ... .. ... ... ... .. ...... 25
Do not forgettopayrenewalfees . . . . . . . .. . .. . .. ... e 25
3. Intellectual property managementinthecompany. . . ... ... ... ....... 26
Regulate relationships with employees, co-workers andinvestors . . . . ... ... ... .. 26
Trade with exclusive rights - buy, sell,license . . . . .. ... ... ... ... ... .. .... 26
Use exclusiverightsinyourbusiness . . . . ... .. ... ... . . . . . ... 27
Monitor the activitiesof competitors . . . . . . . . . . .. . ... . . . . 27
Prosecute infringers . . . . . . . . i e e e e e e e e 28

Protecting the company'’s intellectual property

in the world of digital technologies . . . . ... ... ... ........ 30
1. Websites and Internetdomains . . . . . . ... .. ... . L o 30
2. Internet searchengines. . . . . . . . . . .. . .. e 33

3. AUCHON SItES . . . . e e e e e e e 34



4 E-COMMEICE . . . v vt e e e e e et et e e e e e e e e e e e e e e e 35
5.Socialmedia . . . . . ... 36
6. ComMpPULEr PrOBramMS. & v v v v v i e e e e e e e e e e e e e e e e e e e e e e e e e 37
7. Computer-implementedinventions . . . . . ... ... ... ... ... ... .. ... 39
8. Artificial intelligence . . . . . . . . . . ... e 39
9. Database protection. . . . . . . . . ... e e e e e e e e 40
10. Image protection. . . . . . . . ... e e e e e e e e e e 41

IV. Intellectual property in your company - what to remember. . . . . .. 42



1. What is intellectual property?

l. Intellectual property rights
in the enterprise

Your company is very important to you. You are fighting for a position on the market,
you want to stand out from the competition and earn a profit to further develop. That is why
you improve products and services, take care of their proper promotion, build a sales ne-
twork, maybe invest in new technologies or R&D, or hire marketing and accounting spe-
cialists, etc. But is there a patent attorney among your advisors? Do you protect intellectual
and industrial property rights in your business?

In our publication you will find practical tips on protecting and managing broadly un-
derstood intellectual property. You need them to run an effective, modern business. Intel-
lectual property rights affect almost all aspects of organization and operation of the compa-
ny, as well as relations with employees, partners and competitors. In a modern world based
on knowledge and technology, knowing these rights will help you make decisions, optimize
costs and reduce investment risk, and, as a result, achieve business success.

1. What is intellectual property?

Intellectual property is the result of the creative activity of the human intellect, having
an intangible character and embodied in a material form. In other words, everything
that is unique and original that can be made by humans. Intellectual property is present
in all spheres of life, in education, entertainment and of course in business, regardless
of the size and reach of the company. In creative and innovative industries, intellectual
property is often of fundamental importance, but it is also needed by entities in more
traditional sectors.

Intellectual property rights are divided into two basic categories:

m industrial property rights, including patents for inventions, utility models, indu-
strial designs, trademarks, geographical indications and topographies of integrated
circuits;

m copyright and related rights.

It is worth knowing, however, that the broadly understood intellectual property rights
also include, for example, the exclusive right to new plant varieties, the right to the compa-
ny name or the right to the image.

Industrial property rights are obtained through applications or registration with
the appropriate institution, e.g. Patent Office of the Republic of Poland. Obtaining indu-
strial property rights involves fees that must be paid both at the beginning of the proce-
dure and later during the protection (both the amount and frequency of payment depend
on the type of exclusive right). On the other hand, copyrights in Poland are not subject
to registration; they arise spontaneously by law.

Intellectual property rights are exclusive rights, which means that authorized persons or
entities have a monopoly on benefiting from them. They are also territorially and time-li-
mited, i.e. they can only be used in a specific area and for a certain period of time. They are



I. Intellectual property rights in the enterprise

tangible and transferable (with the exception of moral rights), which means that they can be
inherited, sold or transferred. Several types of laws may apply to a single product, protecting
its different elements.
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Below we present a catalogue of selected intellectual property rights that an entrepre-
neur can use to protect and develop the achievements of his company.

2. What intellectual property rights
your company can use

Trademarks

Trademarks are one of the most popular industrial property rights. We meet them at eve-
ry step, on packaging, everyday objects, on shop signs, in advertisements, etc. Famous tra-
demarks are worth millions of dollars and recognized in the farthest corners of the world.

But is a trademark just a word or picture on a product?

Trademarks play a very important role in the promotional and commercial activities
of each company. A trademark can be any sign that makes it possible to distinguish the goods
or services of one enterprise from those of other enterprises. Such a designation must be
presented in such a way as to enable the unambiguous and precise subject of protection
to be determined in the trademark registers. Trademarks are very diverse as to their form.
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The most common forms of trademarks are:

m word marks: word marks in the form
of e.g. words, sentences, advertising SONY CYBERPUNK 2077

slogans;

m graphic marks: graphic signs such as
drawings, ornaments;

m verbal and graphic marks: signs
being a combination of word marks
and graphic marks;

m spatial marks: three-dimensional
forms of objects, goods or packaging;

m non-standard marks: multimedia
(messages, video), holograms, sounds
or short melodies.

113)713)%1:13 38 The right of protection for a trademark gives the entrepreneur a monopoly in re-
lation to the classified products or services indicated in the application. This system is called

the Nice Classification. The Nice Classification assigns goods to classes 1-34 and services to clas-
ses 35-45. Each class has a heading that provides general information about the type of goods
or services covered.

What cannot be a trademark? These are, among others, marks that:

m they are not suitable for distinguishing in trade the goods for which they have been
reported, e.g. “chocolate” to mean a chocolate product;

m consist only of elements that may be used in trade to indicate in particular the type
of goods, their origin, quality, quantity, value, purpose, method of manufacture,
composition, function or usefulness, e.g. “good milk”, “sweet sugar”;

m have entered common language or are customarily used in fair and established com-
mercial practices;

® contain patriotic, religious or cultural symbols, the use of which may offend religious,
patriotic feelings or national tradition;

m are contrary to public order and decency.

Protection Time:

A trademark is protected for 10 years from the date of filing, but its protection can be exten-
ded indefinitely through renewal fees paid every 10 years (such as the “Coca-Cola” trademark).
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Territorial scope of protection:

We can protect trademarks in the selected territory. The extent of protection should be
linked to the company’s business strategy and its plans of action in other markets (more
on this topic can be found in part II, devoted to the strategy for the protection of intellectual
and industrial property rights).

Depending on the needs, the application can be made in three modes:

® national, in the patent office of a given country, e.g. in Poland in the Patent Office
of the Republic of Poland (PPO). A trademark registered with the PPO will be pro-
tected in our country;

m regional, at the European Union Intellectual Property Office (EUIPO) in Alican-
te. One application is made at EUIPO to register a European Union Trademark -
EUTM, protected simultaneously in all European Union countries. There are also
other regional organizations that facilitate the protection of a mark in a given territo-
ry, such as the African Industrial Property Organization (ARIPO), granting protec-
tion in African countries;

m internationally, at the International Office of the World Intellectual Property Or-
ganization (WIPO). The application for a trademark in Geneva requires the indi-
cation of the countries in which the mark is to be protected. Therefore, 2, 3 or 123
countries can be designated, depending on the needs of the company and its finan-
cial capabilities.

Cost:

The costs of registering trademarks depend on the number of classes for which we want
to protect the mark and on the selected protection mode. Protection of a word mark
in the territory of Poland in one class of goods costs several hundred zlotys, but if you want
to extend protection, e.g. to other European countries, then you have to prepare for higher
expenses, including the representative’s fee. A specialist, e.g. a patent attorney, will help you
to estimate and optimize the costs of protection.

Industrial designs

Industrial designs are used in many industries. They refer to the appearance of products,
protect their external form and allow you to benefit from ideas for unique design of items,
which is why they are a very important element of success in trade. Effectively protected
industrial designs are a significant component of the portfolio of industrial property rights.

An industrial design is a new and individual form of a product or its part, given to it
in particular by the features of lines, contours, shapes, colours, structure or material
of the product and by its ornamentation. In short, an industrial design defines the external
appearance of an object. Almost any product or handicraft can be protected as an industrial
design. This definition applies to a huge number of goods present on the market or their
parts — e.g. car models, household appliances, furniture, clothes, toys.

133)%13)%1:1338 An industrial design must meet two conditions to be successfully registered:
e be new - it must not be disclosed anywhere in the world before the date of filing for protection;
e have an individual character - it must be distinctive from other previously published designs.
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An industrial design can protect both one-dimensional objects, such as labels, graphic
patterns, logos, ornaments, and spatial forms, such as furniture, clothes, footwear, packa-
ging, dishes, handles, bottle shapes, shapes of construction and finishing materials, etc.
In registration, industrial designs are subject to the international classification system
for industrial designs run by the World Intellectual Property Organization (WIPO), known
as the Locarno Classification.

What cannot be registered as an industrial design? Obstacles may include:

m features of the form of the product that must be reproduced in exact form and di-
mensions in order to enable its mechanical connection or interaction with another
product;

m the form of the product resulting only from the technical function;

m elements invisible in normal use.

The following cannot be registered as industrial designs:
m patterns contrary to public order and decencys;
m patterns that are the product of any part of nature;

m fragrance or sound.

Protection Time:

The maximum period of protection for an industrial design is 25 years, but the applica-
tion must be renewed and paid regularly and on time every 5 years. Failure to pay the regi-
stration fee results in the loss of registration rights.

Territorial scope of protection:

Just like trademarks, industrial designs can be protected in various ways. You should
decide which one is appropriate due to the scale of the company’s operations, its business
plans and, of course, real possibilities, e.g. financial.

There are modes to choose from:

® national - you submit an application for registration to the patent office of the country
where the industrial design is to be protected, e.g. in Poland the PPO will be competent;

m regional - European - you file an application with EUIPO, in Alicante, to obtain
a Community design, Registered Community Design — RCD, protected simultaneo-
usly in all European Union countries. Other regional organizations that facilitate
the protection of an industrial design in a given territory are, for example, the Bene-
lux Office for Intellectual Property (BOIP), the African Industrial Property Organi-
zation (ARIPO) or the African Intellectual Property Organization (OAPI);

m international (Hague system) — we submit the application to WIPO, in Geneva.
WIPO procedures allow you to choose from 91 countries where an industrial design
can be protected.

Fees:

Obtaining protection for one industrial design in the territory of Poland means expenses
of several hundred zlotys. Broader coverage, either regionally or internationally, will cost
more, depending on current government charges.
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Inventions and utility models

Both inventions and utility models are protected, and the exclusive rights granted
to them concern technical solutions.

An invention is a solution of a technical nature, the creation of which has the charac-
teristics of a creative act - it is a solution to an existing technical problem in a given field
of technology.

A patent is a right to exclusive use of an invention in the territory of a given coun-
try or countries, granted by a competent state office (e.g. Patent Office of the Republic of Poland)
or a regional office (e.g. European Patent Office). Patents are granted for inventions - technical
solutions which are:

e are new (unknown in the current state of art),
e involve an inventive step (are not obvious to a person skilled in a given field of technology),
e are suitable for industrial application.

Patents are granted for four categories of inventions:
m products;
m devices;
m methods;
m new product applications.

What cannot be patented? The following are excluded from patenting:

m inventions which are contrary to national legal or social fundamental principles (aga-
inst public order and/or decency);

m varieties of plants and animal breeds, and methods of treating humans and animals
(the prohibition of patenting does not apply to certain diagnostic methods);

scientific theories;
aesthetic creations;
mathematical formulas, algorithms;

discoveries of natural substances;

methods of doing business.

A utility model is often called a “small patent”. A solution protected as a utility model
must be of a technical nature and refer to the shape and construction or a combination
of an object with a permanent form (spatially determined products). In addition, a utility
model must be new, not disclosed in the available state of the art in the world, and useful -
it must achieve a goal of practical importance in the manufacture or use of products.

Duration of protection:

Patents lasting up to 20 years from the date of filing, are granted for inventions, subject
to the payment of annual fees, and protection rights lasting 10 years are granted for utility
models. In the case of patents for pharmaceuticals, it is possible to extend the protection
for an additional 5 years by obtaining a supplementary protection certificate (SPC).
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Procedures and territorial scope:

Inventions and utility models are also protected in a specific territory. The procedure
for obtaining a patent is quite time-consuming, as it requires an authority, e.g. the Patent
Office, to examine whether the solution is patentable, i.e. whether it meets all the require-
ments for its protection and granting a patent (it is technical in nature, is new, involves an
inventive step and is industrially applicable). Therefore, the choice of protection mode sho-
uld be consulted with a specialist.

As in the case of trademarks and industrial designs, inventions can be protected
in three ways:

national - the invention is submitted to the patent office of a given country
(e.g. PPO in Poland). After filing an application in one country, you can claim
the priority of an invention within a maximum of 12 months and, on this basis,
submit applications in other countries and modes (regional or international);

regional — European (EPC) - you file a patent application with the European Patent
Office (EPO) in Munich. Within one application, you can obtain a European patent,
which gives protection in 39 countries belonging to the European Patent Organisa-
tion. However, for this protection to be effective in the territory of a given country,
it is necessary to validate the European patent (confirmation of validity) in the na-
tional patent offices in due time from the date of issuing the decision and pay the ap-
propriate fees. You can also submit a patent application in the regional mode, among
others, to the Eurasian Office (EAPO) to obtain protection in Russia and neighbo-
uring republics, to African offices ARIPO and OAPI (protection in English-speaking
and French-speaking African countries, respectively);

international (PCT) - this procedure is staged and as such does not lead direc-
tly to obtaining a patent for an invention (it is mainly organizational in nature).
First, you file an application with the International Office of the World Intellectu-
al Property Organization (WIPO) in Geneva, either directly or through a natio-
nal or regional office. Here your application is pre-examined and you designate
the countries/regions where you wish to apply for a patent. You can designate
152 countries in one application. In the second stage, you start national/regional
phases — you run parallel application procedures for a given invention directly
in previously designated countries/regions. You have a maximum of 30-31 mon-
ths from the date of your first application to enter the national/regional phase
of the application process.

LU (e] MY Before filing the application, do not disclose the invention so that it does not lose
its novelty! The patent procedure may take several years, but you gain a temporary right to pro-
tect your invention from the moment you apply for it!

Fees:

The costs of obtaining a patent or a utility model depend on many factors, including
the length of the patent description, the territorial scope of protection, the current amo-
unt of fees in offices, as well as the representative’s fee, whose assistance in patent matters
is invaluable.

11
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Topographies of integrated circuits

The topography of integrated circuits is a solution that is quite rare today, consisting
in a spatial, fluid arrangement of elements, of which at least one is an active element, and all
or part of the connections of an integrated circuit. The topography of integrated circuits
is protected if it is original, is the result of the intellectual work of the creator and was not
widely known at the time of creation. The right in the registration for topographies of inte-
grated circuits is granted without verifying the existence of all essential requirements during
the application procedure. The fulfilment of all the conditions for obtaining an exclusive ri-
ght may be checked after the right has been granted, as a result of a third party’s objection,
or in the course of a disputed procedure in a case for its invalidation.

Duration of protection:

The right in registration for topographies of integrated circuits is granted for a period
of 10 years from the end of the year in which it was introduced to the market or submit-
ted to the Patent Office of the Republic of Poland (depending on which of these dates
expires first).

Geographical indications

Geographical indications are used to mark industrial and agricultural products. A geo-
graphical indication is a word mark referring directly or indirectly to the name of a place,
region, country from which a given product comes (the indication contains an element
of the name of the region or city). The right in registration is granted to designations for go-
ods that are strongly identified with a given region or place, and whose high quality and po-
sitive opinion are associated with geographical origin. The application cannot be filed
by a single entrepreneur, but only by an organization or a local government administra-
tive body.

Duration of protection:
The right in registration for a geographical indication is granted for an indefinite period.

Procedure:
Geographical indication applications should be filed with:
m the Patent Office of the Republic of Poland - in relation to industrial goods,

m the European Commission through the Ministry of Agriculture - in relation to agri-
cultural products and foodstuffs.

Copyright

Copyright law protects works, i.e. such works of human creative activity that have an in-
dividual character and are established in any form. Copyright protection is independent
of the value, purpose or expression of the work.

1313701318 Copyright arises automatically when the work is established. You do not have
to take any action in this regard - all you have to do is create something original!
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There are many categories of works that are protected:
m expressed in words, mathematical symbols, graphic signs (literary, journalistic,
scientific, cartographic and computer programs);
works of art;
photographic;
luthier;
industrial design;
architectural, architectural and urban planning and urban planning;
musical and verbal-musical;

stage, stage and music, choreographic and pantomime;

audio/visual (including film).

The work must be fixed in a specific form, but it does not have to be finished. You can
protect, for example, a fragment of a product description or the source code of a computer
program, if they themselves meet the conditions for recognizing them as a work.

We divide copyright into:

m moral copyrights,
® economic copyrights.

Moral copyrights are inextricably linked to the creator and therefore cannot be trans-
ferred to other persons. Examples of moral rights include the right to the work’s authorship
(indication as the author) or the right to decide when the work is made available to the pu-
blic for the first time.

Economic copyrights, on the other hand, are economic in nature. They consist
of the exclusive right to use and dispose of the work in all fields of exploitation and the ri-
ght to remuneration for the use of the work. You, as the creator, can transfer these rights
(for a fee or completely free of charge) to other people. You can also purchase them in a spe-
cial way provided for by law, e.g. as an employer in relation to the works of your employees
that are created as part of the performance of their employee duties (employee innovations).

Copyrights are the most common of broadly defined intellectual property rights. Run-
ning a business, you probably do not realize how many works can be created during your
endeavours. Even works that are created unknowingly are protected by copyright — you
should know what rights you have and how to protect them!

113)%13)%1:13 338 |n some cases, you can use someone else’s work, even though you do not own
the copyright to it. This happens, for example, in the scope of permitted private use (as in the case

of the right to quote) or in the case of using the so-called open licenses (e.g. Creative Commons).
In the latter case, however, you should read the terms of such a license first, as their scope is usu-
ally limited!

Duration of protection:

If you are the creator, remember that the copyright to the work will last for 70 years
after the author’s death. If you were a co-author of the work, this time will be counted from
the date of death of the last co-author.

13
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Territorial scope of protection:

It is worth noting that copyright to works is protected not only in the country in which
a particular work was created. The Republic of Poland, like nearly 180 other countries, has
signed the international Berne Convention for the Protection of Literary and Artistic Works,
which guarantees the protection of copyright in all contracting states party to the conven-
tion. Therefore, if you create a work in Poland, it can also be protected in Germany, France
and even Australia. Unlike industrial property rights, copyright knows virtually no borders.
If you operate in the creative industry, rights related to copyright, such as rights to videograms
or phonograms or rights to artistic performances of works, may also be important to you.
They are also protected, albeit on slightly different terms.

You should also remember that some items may be protected - entirely indepen-
dently - by several intellectual property laws. Think about furniture, for example: their designs
can be copyrighted works, and the furniture itself can also be registered as an industrial design.
Technical documentation, useful later for the preparation of a patent application for an inven-
tion, can also be protected by copyright. Act wisely and claim protection using various exclusive
rights - it always increases your chances!

3. Why is it worth protecting intellectual property?

Creating new solutions, products and services as well as marketing activities require si-
gnificant expenditures. Unprotected intellectual property items can be used by competitors,
leaving their creators and owners without proper remuneration. It is therefore worth taking
care of intellectual property protection and including it in the company’s business strategy
in order to protect its achievements and use them to build its position on the market. De-
spite the costs associated with obtaining and maintaining exclusive rights, the long-term
benefits are worth the effort.

In addition, from the perspective of the entire economy, proper protection of intellectual
property stimulates the development of all sectors and encourages creators and inventors
to undertake new activities, allowing them to earn money and thus contributing to the de-
velopment of innovation.
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3. Why is it worth protecting intellectual property?

Five reasons to protect your
Company'’s intellectual property

Protecting your own solutions
and obtaining exclusive use

Industrial property rights are used to protect solutions, products and services
produced by a given entity. They provide exclusivity for the use of a solution
or designation in a specific territory for the period specified in the regulations.
Thus, the owner of exclusive rights obtains a monopoly to exploit the solu-
tion and derive profit from it. It may also prohibit the use of a given solution
by other trading participants, formulate prohibition and compensation claims
against third parties. Possession of exclusive rights helps in combating imita-
tion (counterfeits) and acts of unfair competition.

Return on investment in research and development
and marketing

Exclusive rights allow the company to make money on a given solution
and thus obtain a return on research and development and marketing acti-
vities, and invest the surplus.

Business strategy implementation tools

Properly managed intellectual property rights are a tool for implementing
business strategies, building the company’s market position and competitive
advantage. They are taken into account in terms of market expansion, work
on product and service development and branding and marketing strategies.
They should also be included in the company'’s bylaws to stimulate employee
creativity and develop innovation.

Increase in company value and profit from turnover

Intellectual property rights are economic in nature. They have a measurable
value and constitute the company’s assets. Their presence on the asset side
increases the value of the company.

The owner of exclusive rights may profit from their trading, e.g. by selling or
licensing them. They can also constitute a contribution in kind and be used as
a pledge or collateral for a loan.

Increase in the company’s prestige

and the trust of contractors

Having a portfolio of industrial property rights is also a confirmation
of the credibility, stability and prestige of the company. Exclusive rights build
trust among contractors and investors. They are perceived as an indicator
of modernity and innovation of the company.

15
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Il. How to effectively protect and manage
intellectual property rights
in your company

1. Business strategy and protection strategy

More and more commonly, a significant part of the company’s assets consists of intangi-
ble goods and exclusive rights related to them. They make it possible to build a competitive
advantage, and many times determine the success of the brand and its products. A complete
and effective business strategy of the company should include the protection of intellectual
and industrial property rights from the very beginning.

Before you start creating a strategy for protecting and managing intellectual property
in your company, determine:

m what business goal you intend to pursue in the next 3 to 5 years;
whether your company creates and develops its own solutions;
in which territory you intend to offer your goods and services;
how long you want to exercise your rights;

what human and financial resources you intend to use;

what solutions and with what rights you intend to protect.

Your business goal

Realizing your vision, you define business goals and look for the right means to achieve
them. Innovative solutions (not only technological), know-how, the reputation of a product,
service or company brand most often determine the success of an enterprise. Appropriate
protection of these resources, as well as enforcement of your rights, will give you a number
of tools to achieve your business goals. Failure to protect intellectual property rights may
hinder or even effectively block certain activities, significantly reduce the company’s com-
petitiveness and weaken your position on the market.

When creating an optimal strategy for the protection of intellectual property rights
in the company, take into account both short-term goals and those planned in the 3 to 5-year
perspective. Also consider the possible territorial expansion to foreign markets, as well as
the strategy of developing brands of individual goods or services, including the develop-
ment of the company as a whole.

Do you invest in the development of your own solutions
or do you prefer to use licenses?

Investments in research and development, building recognizable brands and unique
products give a great advantage over the competition, but they usually consume significant
financial outlays. The developed solutions are part of the company’s assets and increase its
value, so if you run an innovative company, the protection of intellectual property should be
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particularly important to you. Patents, protection rights for trademarks and, utility models
and rights in registration for industrial designs giving exclusivity for the use of the solution
(limited in time and territory) make it possible to compensate for the outlays and obtain
funds for further development of innovations. Depending on the business strategy adopted
by the company, the acquired intellectual property rights can be effectively used by you
as their owner, giving you exclusivity on the market and a tool to fight the competition.
You can also sell or license them.

UL LI o)1 If your company is a start-up with limited financial resources, remember that intel-
lectual property is one of your key assets. Take proper care of its protection in the process of fin-
ding an investor or other forms of financing (subsidy, loans, etc) as well.

If, when preparing a product or service, you do not develop your own innovations, but
want to use ready-made solutions available on the market, you can decide to purchase a li-
cense or find a solution in the public domain.

1113)%13)%1:13 148 When you choose public domain solutions, you do not have exclusivity because
they are available to everyone.

Licenses offer many possibilities. They enable one to offer goods and services based
on solutions developed by other people, e.g. with the use of inventions protected by a pa-
tent, solutions registered as industrial designs or utility models. It is quite common practice
for the owner of exclusive rights to present a previously prepared license agreement for your
approval. Read the contract carefully before signing it. When making arrangements regar-
ding the rules for using someone else’s solution, it is best to consult a professional represen-
tative to properly protect your interests.

In the case of a license, the scope of your rights to a large extent depends on its type, e.g.:

m non-exclusive license - may be granted to many different entities (it is used, for exam-
ple, by software producers);

m exclusive license — other persons, apart from the licensee, are not authorized to use
the protected solution;

m freelicenses — depending on the type, they grant licensees a number of freedoms, but
also restrictions.

LU e\ 1Y If you intend to use a solution available under a free license for commercial purpo-
ses, verify that it has been made available for commercial use.

What do you want to protect and with what rights?
When preparing a strategy for the protection of intellectual property rights, first de-

termine which solutions owned and developed by your company will constitute the core
of your business, and which of them may become the subject of protection.

17
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Also answer the question whether you want your solution to be disclosed and then use
industrial property rights, or whether you want to keep it secret, under the protection as
a business secret, know-how, etc.

Then choose the protection measures that best meet your goals, taking into account
that each of them has its own specific features, capabilities and limitations. Therefore, in or-
der to qualify for protection, it is necessary to know the individual exclusive rights (descri-
bed in the first part) and the specificity of each of them.

13713%0:13 18 Obtaining a patent gives a monopoly, but requires disclosure of the solution,
and the protection is limited in time. When you decide to protect a solution as know-how, you

keep the solution secret, but you must create regulations protecting the secret inside the enter-
prise. Pursuing rights in the event of disclosure of a trade secret is also more difficult.

The form of legal protection should also be adapted to the features of the solution that you
will protect. If you want to protect the external form of a product, e.g. the characteristic shape
of a table, use the right in registration for an industrial design for this purpose, not a patent that
protects technical solutions, and not aesthetic ones.

Creating a strategy for the protection and management of intellectual property is ba-
sed on the selection and use of such types of intellectual property rights that will support
the implementation of business assumptions and company development plans.

The protection of intellectual property also uses legal means resulting from the Act
on Combating Unfair Competition. This act is outside the scope of intellectual property
law, but is closely related to the company’s intellectual property rights management strategy.

The form of protection must be adapted to the type of solution, and therefore:

e when you are developing a new technical solution, explore the possibilities of obtaining a pa-
tent or protection right for a utility model before they are disclosed;

e when you base your activity on non-technical solutions, e.g. when designing furniture, pro-
tect copyrights or obtain the right in registration for an industrial design;

e inthe case of computer programs that are not subject to patenting in Poland and the Europe-
an Union, consult with a specialist on possible methods of protection (more on computer-
implemented inventions in the last part of the publication).

In any case, when building a strong company brand, its reputation on the market and the position

of the products or services offered, remember to register trademarks. Not only will you increase

the visibility of your company and its products or services, but you will also gain greater oppor-
tunities to combat counterfeiting of your solutions and products.

Where do you want to protect your products and services?

A3 The territorial nature of industrial property rights means that the protection
provided by individual Offices is limited to a specific country or region.

You have already decided what you want to protect and with what rights, now specify
in which market you are already present and in which you plan to operate and build
a competitive advantage in the future.
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Thanks to this, you will be able to prepare an optimal strategy for obtaining protec-
tion and choose from the available procedures: national, regional or international (more
on this in part II in the section “File the appropriate application”).

However, also remember that the greater the territorial scope of protection, the higher
the cost of obtaining it and then maintaining it.

In order to fully protect your interests and achieve business goals, also consider long-term
plans. Even if a given product or service is to be introduced to a foreign market in a few years,
it is worth thinking about filing the necessary applications now.

m It may turn out that other entities have filed an application for an almost identical
trademark before you, thus limiting your possibilities in a given territory, or your solutions have
already become part of the state of the art and you cannot obtain a patent in the selected ter-
ritory.

Remember to claim priority. From the date of the application, the so-called priority period
is counted that allows the extension of protection to further territories. This period lasts:

® 12 months from the date of filing an application for a patent or utility model;
m 6 months from the date of filing an application for an industrial design or trademark.

IMPORTANT! After the priority period expires, it will be impossible to file further applications
for the same invention, utility model or industrial design, because after this time the design or
solution will not meet the “novelty” condition (you can read about the conditions that a solution
must meet in order to be registered or patented in Part I).

REMEMBER!

® about the protection of “novelty” - do not present and disseminate the idea before submit-
ting the application, as this will destroy the requirement of world novelty, necessary to obtain
some exclusive rights. When working with people to whom you need to disclose an idea, be
sure to sign confidentiality agreements;

e about the obligation to use - possession of a registered trademark imposes an obligation
on the owner to use it. Failure to actually use a trademark to designate the goods and/or
services for which it has been registered within a certain period of time in a given territory
(depending on the jurisdiction, usually about 5 years from the date of granting the right) enta-
ils the risk of the right being revoked therefore think before you register a mark “in advance”.

How long will you want to use the rights?

13130138 Industrial property rights or economic copyrights are time-limited, so think about
how long you intend to use the protection you have obtained. Know-how protection lasts as long

as the company decides to keep the solution secret.

When deciding on a specific protection measure, consider:
m time needed for research and development;
m life expectancy of individual products on the market;
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m whether you want to disclose the solution or prefer to keep it secret;
m specificity and competitiveness of the industry in which you operate;

m the duration of the procedure for obtaining the right (in the case of patents, this usu-
ally means several years).

m In innovative industries, where there is strong competition (e.g. among producers
of consumer electronics), expenditures on research and development are huge, and the benefits

of having a monopoly on certain solutions are even greater, companies invest in obtaining patent
protection, registering trademarks, utility models and industrial designs. On the other hand, e.g.
in the clothing industry, where trends change very quickly, rights that can be obtained in a shor-
ter time are selected (e.g. industrial designs).

What budget will you allocate to protect exclusive rights?

An important factor determining the selection of appropriate protection measures
is the cost associated with obtaining and maintaining individual rights and possible claims
for infringement.

Before you start creating an intellectual property management strategy in your com-
pany, think about what budget you can and want to spend on protecting individual solu-
tions. Determining the amount of financial outlays that the company can bear will help you
in optimal planning.

Even with limited financial resources, you can effectively protect your company’s
interests in the area of intellectual and industrial property protection. Consider the use of copy-
right protection, know-how, the provisions of the Act on Combating Unfair Competition and ob-
taining industrial property rights protecting the most important solutions for your business. Try
to get funding for your activities, also available in the form of grants.

Strategy examples

Choosing the type and method of implementing an intellectual property management
strategy in your company depends on a number of factors described above. Decide on acti-
vities that will be appropriate for your industry, company size and will effectively contribute
to the implementation of your business goals. Update your intentions on an ongoing basis,
adapting them to current trends and circumstances.

The following graph presents the basic types of intellectual property management stra-
tegies in the company along with their short characteristics.



Passive

Mainly copyrights, arising
by virtue of the law itself
when the work is recorded,
or protection based

on the provisions of the Act
on Combating Unfair
Competition. Not taking
other steps or limiting them
to the necessary minimum

® Responding only
to violations of those
rights that relate
to products constituting
the main area of business,
or no action at all

All costs are kept
to a minimum or absent

1. Business strategy and protection strategy

STRATEGY EXAMPLES

Active

Rights obtained

Many different types

of rights, providing extensive
protection for your own
goods or services

Actions taken

e Conducting extensive
monitoring and research
of intellectual property
rights.

Responding to cases

of infringements

of the rights held or those
that may pose a threat
(mediation, but also court
proceedings).

Obtaining revenues

from the sale or licensing
of rights, especially

those that are not used

in the current operations
of the company

Financial outlays

High expenditure

on obtaining and maintaining
rights (many applications

in different procedures

in different territories)

and seeking protection
against infringements

Defensive

Exclusive rights for solutions
that are used in business
activities

® Monitoring

and researching
intellectual property
rights to the extent
necessary.
Responding to certain
infringements of rights
(if possible through
mediation rather than
litigation)

Expenditures limited

to the necessary amount
to counteract the loss

or reduction of the value/
position of the rights held
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2. Building a portfolio of industrial property rights

Use patent databases

Verify whether your solution can be protected, observe technological trends and look
for inspiration to develop your own ideas.

Building a competitive advantage is based on knowledge that allows you to set directions
for the company’s development, and patent search is a tool to acquire it.

Thanks to patent search, you can, among others:

B monitor competitor activities;
search for market niches;
define research and development directions;

adjust business strategy to current trends;

assess the commercialization potential.

Use them also at the stage of developing your own solution, but before filing an applica-
tion with the patent office or before introducing it to the market, in order to:
m assess the patentability of an invention;

m assess the clearance of the solution.

Skillful use of available patent databases minimizes the risk of refusal to grant a patent,
which is extremely important considering the duration of patenting procedures (up to seve-
ral years) and the costs incurred. Thanks to them, you can also avoid a potential allegation
of infringement of rights granted to third parties.

LULL LI\ Use the help of an expert. If you care about a professional analysis, commis-
sion an expert, e.g. a patent attorney, to perform a patent search. Thanks to extensive technical

and legal knowledge, the attorney will not only select the appropriate research tools and deter-
mine the optimal search parameters, but will also provide an analysis and opinion on the results
obtained.

Do a trademark search before filing

Check that you do not violate existing rights. Building a strong, recognizable brand
is a process that takes years and consumes significant financial resources. Visual identi-
fication, logotypes and product names are valuable components of the company’s assets,
so protect them to prevent the loss of their value or illegal use.

Perform a trademark search before launching a mark created by a team of marketing
specialists. Thanks to this you will learn:

m what are the chances of successful registration as a trademark;

®m how not to infringe upon existing trademark rights owned by third parties.
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Trademark search will also provide you with information that you can use to create sales
and promotion strategies for products and services, as well as to make decisions regarding
the development of the umbrella brand and product brands.

3137013148 Searches are carried out for a specific territory and for specific goods and servi-
ces. A professional representative will help you prepare data for the study and indicate any sup-

plementary searches that are worth performing, e.g. for pharmaceutical products, geographical
indications, etc.

File the appropriate applications

The type of exclusive right you want to use to protect your solutions determines how
it is obtained/secured.
Due to the way the rights are created, we divide them into:

m arising under the law itself — in this case it is not necessary to initiate registra-
tion proceedings, submit an application or inform the patent office or other public
administration office; this concerns: copyright and related rights, personal rights,
know-how;

m rights obtained as a result of conducting appropriate proceedings before a competent
domestic or foreign authority - in this case, in order to obtain an exclusive right,
it is necessary to meet the conditions specified in the regulations, take appropriate
actions, and pay the due fees; this applies to all industrial property rights.

Intellectual property procedures and offices

Depending on the territory where you want to obtain industrial property rights, you can
use a national, regional or international procedure.

National procedure / PPO
www.uprp.gov.pl

It makes it possible to obtain protection in the territory of a given state. The proceedin-
gs are conducted in their entirety before the competent national authority in accordance
with the applicable regulations, which, in Poland, would be the Patent Office of the Re-
public of Poland.

Remember that there are differences in formal requirements, fees, deadlines or
stages of proceedings depending on the jurisdiction (country of the application). To be sure that
the procedure will be carried out correctly and to minimize the risk of obstacles to registration or
obtaining a negative decision, ask for help from a patent attorney.
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»

i ﬁ European-regional procedure / EUIPO, EPO
&,

https://euipo.europa.eu/ohimportal/pl

i WWW.epo.org

Exclusive rights obtained in this procedure are effective in the territory of the states that
are parties to the relevant agreements. Special offices were established to conduct these
proceedings. In Europe, these include the European Patent Office (EPO) and the European
Union Intellectual Property Office (EUIPO).

Proceedings before the European Patent Office (EPO) - A European patent is gran-
ted on the basis of one application, in which 39 European countries can be selected
for protection.

e YAV I BN Remember that in some countries (e.g. in Poland), for a European patent to be
effective, it is necessary to additionally carry out the procedure of recognizing its validity in this
territory - the so-called validation.

Proceedings before the European Union Intellectual Property Office (EUIPO) - The
exclusive right to an EU trademark or the right in registration for a Community indu-
strial design is effective in the territory of all 27 countries of the European Union.

There are also regional intellectual property organizations on other continents, inclu-
ding the Eurasian Patent Organization - EAPO, or the African Intellectual Property Orga-
nization - ARIPO, where you can get protection in several countries with one application.

‘;’f *  International procedure / WIPO
y ¥ s wwwwipo.int

The International Intellectual Property Organization (WIPO) administers agreements
and contracts relating to applications for inventions, utility models, industrial designs and tra-
demarks. Filing internationally is intended to simplify the procedure for obtaining protection
in many countries at the same time.

The first stage of the proceedings is pending before WIPO. It is with the International Bu-
reau of this Organization that the application is filed and to this International Bureau the re-
levant fees are paid.

The procedure then goes into national phases, which means that WIPO forwards the ap-
plication for consideration to the national offices of the countries indicated by the applicant.
Further proceedings are pending before these offices.

There are also other international agreements that help to obtain industrial property ri-
ghts in a larger territory. For inventions and utility models, it is the Patent Cooperation Tre-
aty (PCT); for industrial designs, the Hague Agreement; for trademarks, the Madrid Agreement
and the Protocol to the Madrid Agreement.

LU Lol B Different countries are parties to individual agreements and conventions, so
before applying, verify whether the country in which you want to obtain protection is part

of the system you are interested in.
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Use the help of a professional representative

Obtaining industrial property rights is associated with a number of official procedures
that vary depending on the type of procedure, mode or country. A person with appropriate
competence in the field of intellectual property, e.g. a patent attorney, can help in this re-
gard. Thanks to extensive knowledge of both legal and technical issues, as well as knowledge
of the current practices of individual offices, a patent attorney will provide your company
with comprehensive advice.

The most important benefits of starting cooperation with a patent attorney’s office are:

m professional advice at every stage of the procedure, from planning the optimal repor-
ting strategy and actions in the event of obstacles to registration, to enforcing your
rights;

m certainty that all formal requirements and deadlines are met;

m substantive preparation of applications (e.g. patent descriptions), taking into account
the practice of individual offices;

B access to professional tools ensuring a high level of performance of entrusted tasks,
including, for example, patent or trademark search.

UL Lol I8 In some cases, taking action before the competent foreign (national) office for in-
tellectual property is mandatory through a local representative (e.g. a patent attorney). Such

an obligation exists, for example, before the German Patent and Trade Mark Office (DPMA).
Please check the legal requirements in your country before taking action. Also, remember that
in cases pending before the European Union Intellectual Property Office in Alicante, you can be
represented by, for example, Polish patent attorneys who have been entered on the EUIPO list
of professional representatives.

Do not forget to pay renewal fees

Keeping the acquired industrial property rights in force is connected with the obliga-
tion to pay renewal fees for protection. The amount and frequency of the fees vary by law
and country/jurisdiction.

Therefore, at the stage of granting the right, make sure:

When and how much? How often and how much should | pay?

To what account? To which office and to which account should | make the payment?
By yourself or Can you renew the right yourself in the given jurisdiction,

by a representative? or should you do it through a local representative?

Apart from making a transfer to the account of the relevant office,
What formalities? do you need to perform other actions, e.g. should you submit
an appropriate application?

Find out if it is possible to pay after the deadline - if so, how much

. _—
Missed a deadline? T
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It is worth entrusting the monitoring of renewal fees to a professional representative.
You will be informed in advance about the upcoming deadline and the current amount
of the fee, which will allow you to avoid a situation in which your right will expire.

BEWARE OF MISLEADING CORRESPONDENCES! HtISsEIMIgeI s an Ao iilec e B lellat:d

the Patent Office of the Republic of Poland and EUIPO, warn against fraud attempts. Entities
impersonating offices send fake decisions and requests for payment to the applicants.

Before making any payment:

® make sure that the letter you receive is from the appropriate authority;

e verify the correctness of the account number provided in the letter;

® in case of doubt, contact your representative or the office directly.

3. Intellectual property management in the company

Regulate relationships with employees,
co-workers and investors

People are the most important element in the entire process of managing intellectual
property rights. They create solutions that are the subject of protection and conduct rese-
arch, search and analysis of existing rights. Often the creators are employees of your com-
pany, which gives them a number of rights. Properly prepared internal regulations, such
as work regulations or regulations for inventions, relevant provisions in employment con-
tracts or contracts for specific work will allow you to avoid contentious situations and en-
sure comfort of work for your employees. Remember that these matters are also regulated
by law, included, among others, in the Industrial Property Law.

Equally important is the content of contracts concluded with contractors to whom
you entrust the implementation of tasks, as a result of which intellectual property rights arise or
may arise. When dealing with investors, take care of protecting your interests at the initial stage
by signing confidentiality agreements. When negotiating the terms of cooperation, make sure that
aspects related to intellectual property rights arising from the implementation of a joint project are
regulated in a way that is favorable to you.

Trade with exclusive rights - buy, sell, license

Intellectual property rights are an important element of business assets, and trading
them in can be a source of significant income.

Some solutions relevant to your business may be protected for the benefit of third par-
ties. In this situation, it is reasonable to explore the possibility of obtaining a license or
acquiring such rights.

If, on the other hand, your company has created solutions that are not used, then depen-
ding on the adopted strategy, you can generate additional income from them by licensing
or selling exclusive rights to them.
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m There are companies that make a large part of their income from licensing their
exclusive rights. Software producers and filmmakers are good examples.

Industrial property rights have their value - they are subject to valuation. Thanks to this,
they can make it easier to obtain a loan from a bank. Industrial property rights can be pled-
ged, in which case they can be used as collateral for financial transactions.

Use exclusive rights in your business

As an owner of exclusive rights, you have many rights. The most important of them
is a monopoly, i.e. the exclusive use of the subject of protection for profit in a specific ter-
ritory. Other trading participants need your consent to use the protected solution. The
granted monopoly allows you to maintain your position on the market and competitive
advantage, and helps obtain return on the cost of investment outlays.

You can exercise your rights, for example, by:

m marketing products manufactured on the basis of owned patents;
m labelling goods and services with registered trademarks;

m marketing products that have been given an original external form protected as an
industrial design;

m dissemination of the work;
m operating under your company (name);

m rights trading or licensing.

Monitor the activities of competitors

Make sure that no one is infringing on your rights and that you are not infringing
on the rights of others. You should monitor the activities of the competition to fully use
the potential of the monopoly created over the years. The information obtained will make it
possible to prevent potential infringements on the exclusive rights held.

As the owner of a registered trademark, you can object to a new trademark appli-
cation that would infringe on your rights, such as an identical or similar trademark. Many offi-
ces, including the PPO and EUIPO, do not examine the similarity of new applications to already
registered trademarks, so it is your responsibility to actively monitor the trademarks submitted
for protection.

On the other hand, if you find that your exclusive right has been infringed upon, you
may take actions leading to prohibiting the use of the solution, withdrawing the goods from
trading, discontinuing the infringing activities, as well as demand payment of damages
or recover the unduly obtained benefits. Reach for the help of a professional representative,
e.g. a patent attorney, legal adviser or attorney who, having familiarized himself with
the circumstances of the case, will reccommend optimal actions.

27




28

Il. How to effectively protect and manage intellectual property rights in your company

At the same time, monitoring the activities of competitors will protect you against
the risk of violating the rights of other entities. Litigation, often lasting for years, is exhau-
sting and costly, and can be a serious blow to your image.

You have manufactured and marketed products which in court proceedings were
found by the court to infringe on someone else’s industrial design. In compliance with a valid
court judgment, you must not only withdraw them from the market, but also cover the costs
of court proceedings and publish relevant information in the national press, as well as pay da-
mages. You could have avoided this unpleasant situation by checking what exclusive rights your
competitors in the industry had by way of freedom-to-operate that can be carried out by a pa-
tent attorney.

Prosecute infringers

The decision on which cases of infringement on your exclusive rights you will respond
to and by what means results from the adopted protection strategy and a number of indi-
vidual factors.

Depending on whether the unlawful actions of the opposing party relate to solutions
that are critical to your business, what kind of infringements are involved and on what sca-
le, and how much money you can allocate to enforcing your rights, you can take a number
of actions, such as:

m sending a warning letter;
m using of out-of-court dispute resolution methods, such as mediation or arbitration;

B going to court

LU LIl B It is worth initially sending a warning letter to the opposing party informing
about your rights, indicating their infringement and calling for a voluntary cessation of the in-

fringement. If possible, try to resolve the dispute at this stage by reaching a settlement that
is favorable to you.

Mediation

Amicable resolution of a dispute through mediation brings many benefits, shortening
the time and minimizing costs. It is a voluntary and confidential method which, with
the help of a qualified mediator, will give you a chance to settle your case quickly and satis-
factorily.

3371370135 It is also worth including in contracts concluded with contractors a clause saying
that in the event of a dispute, the parties will first try to resolve it through mediation.
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Specialized intellectual property courts

In a situation where amicable methods did not bring results, you can decide to go to court.

Since July 1, 2020, specialized courts for intellectual property have been operating in Po-
land. They deal strictly with matters relating to:

m industrial property rights;

m copyright;

m unfair competition;

m protection of personal rights, as long as they involve the use of a name or image

in a marketing manner, e.g. for advertising or promotional purposes.

Courts of first instance examining these types of cases are divisions of District Co-
urts in Warsaw, Gdansk, Poznan, Lublin and Katowice. The Appellate Courts in Poznan
and Warsaw were appointed as courts of second instance.

LAV All matters relating to inventions, utility models, plant varieties, topographies
of integrated circuits, computer programs and business secrets of a technical nature will be con-

sidered by the District Court in Warsaw.

The parties are obliged to have a professional representative, i.e. a patent attorney, attorney
or legal adviser (if the value of the subject matter of the case exceeds PLN 20,000). Therefore,
before taking any action, contact a law firm specializing in intellectual property matters. A qu-
alified expert will assess the factual and legal status, inform you about the chances of success,
recommend the optimal strategy, and then take appropriate steps. He will not only support
you in all formalities, but will also help you in the preparation of arguments and evidence.

WIPO PROOF

In most countries, including Poland, there are no copyright registers. They arise by ope-
ration of law with the moment of fixation of the work. As a copyright owner, you may have
found it difficult to prove your authorship, for example in litigation.

The World Intellectual Property Organization (WIPO) met these needs by introducing
a new tool - the so-called WIPO PROOFE. This service, run on a secure platform, makes
it possible to obtain official confirmation of the existence of a specific work on the date
of issue of WIPO PROOF (in the form of an electronic token).

Border protection

The issue of counterfeit products affects many entrepreneurs, has an international di-
mension and reaches exorbitant proportions, as reported by numerous reports of organiza-
tions such as Interpol or EUIPO.

To protect yourself from these types of violations, you can use IPR measures at the bor-
der to prevent counterfeit products from entering the market. These activities are another
tool of an effective strategy for the protection of intellectual property rights and allow mi-
nimizing the risk of financial or image losses.

Depending on the territory in which you operate, consider submitting an appropriate
application to the appropriate customs chamber for protection of intellectual property ri-
ghts at the border of Poland, selected countries, or throughout the European Union.
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lll. Protecting the company’s
intellectual property in the world
of digital technologies

You already know how important strategic protection of intellectual property rights
is in running a business and how important these rights are in building a competitive
advantage on the market. Almost every industry today conducts activities in the virtual
space: the sale or at least the promotion of its goods or services. The presence of a company
on the Internet means both opportunities and challenges. Problems you may encounter
when you are online may include things like:

m creating websites, using their layouts and individual graphic elements, as well as re-
gistering internet domains and disputes in this regard;

m positioning your website on search engine results;

m offering and marketing counterfeit goods on the Internet, including through auction
sites;

B e-commerce activities and restrictions provided for by law in relation to the use of,
for example, product photographs, their descriptions or manufacturer’s trademarks;

m protection of computer programs and computer-implemented inventions;

m creating and protecting databases;

® image protection on the Internet

In this chapter, you will learn in a nutshell what to do to avoid these problems and pro-
tect your intellectual property rights more effectively in the world of the Internet and new
technologies.

1. Websites and Internet domains

Every entrepreneur wants to reach the widest possible audience. Is there a better place
to do this than the Internet? When you enter the virtual space and “assume” your place
in it, you need to design a website. You can do it yourself (if you can), or entrust this task
to professionals. In the first instance, you will have exclusive rights to personal and property
copyrights. However, if someone commissions you to do it, remember to include relevant
provisions in the concluded contract transferring to you the proprietary copyrights to both
the layout (graphical interface) of the website and its source code.

331301338 The transfer of economic copyrights to a work (e.g. a website layout) must always
be made in writing with a precise specification of both the subject of protection that is acquired

and the scope (fields of exploitation) in which the buyer will be entitled to this right.
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Once you are sure that the economic copyrights to the website are fully yours, do not
forget that in addition to the layout or source code, other content posted on it may be pro-
tected by copyright, e.g. longer descriptions of products or services, photographs, etc. They
are part of a larger whole, but this does not change the fact that you can assert your rights
against third parties who use them without your consent.

UL Lol B Copyright arises when a given work is established. If you intend to claim their
protection, you must prove by evidence in court proceedings how (and to what extent) you

acquired them. Keep the necessary contracts, correspondence and other documents that may be
needed in such a situation (e.g. WIPO PROOF - we discussed this in part II).

It is also worth considering protecting the layout of your website by registering it as an
industrial design. However, this must be done before publishing the website on the web,
as one of the conditions for granting the right in registration for an industrial design is its
novelty. See how the layout of a website (in this case, one of its tabs) protected as a registered
industrial design may look like:

| #|| Home broadband Mobile broadband More options Broadband providers || News, blog & guides || Tools

Home » Broadband Speed Test

& Broadband Speed Test

Testing your connection, hold on to your seat! ‘

[ o DOWNLOAD TEST COMPLETE

o0
TESTING UPLOAL >

Source: RCD 001652603-0005

After creating a website and properly securing its individual elements, it is time for it
to exist in the virtual world, in a place marked with a specific address. This address is the In-
ternet domain.
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Internet domains are the most important part of an Internet address. They are divi-
ded into first and second level domains. In the simplest terms, the second-level domain
is the name chosen by the entrepreneur, which is the proper distinguishing feature of the In-
ternet address. First-level domains are national or functional names placed last in the Inter-
net address (e.g. “pl” or “gov”. They are often called “extensions”).

www.uprp.gov.pl

second level domain first level domain

Once you have chosen your domain name, you should register it. First, however, you need
to check whether it is available. If so, you should conclude a domain registration agreement
and pay for it. In the case of first-level domains with the “pl” ending, the national operator
is NASK - Naukowa i Akademicka Sie¢ Komputerowa (Scientific and Academic Computer
Network.

LU LI(e] B The mere conclusion of a domain registration agreement does not create any
intellectual property rights, but only allows the use of a given domain on the Internet.

If you want to protect your domain and gain exclusivity, you should register its
second-level name (proper domain name) as a word mark. The use of a trademark
in the name of the Internet domain at which the goods or services protected under that
trademark are offered is treated in the same way as the actual use of the sign in relation
to the goods or services. In this case, a virtual website can be compared to an ordinary
shop window, marked with a given trademark, where the entrepreneur displays his pro-
ducts, offering them to visitors.

m The entrepreneur registers the internet domain buksteria.pl and at the same time
obtains a protection right from the Patent Office of the Republic of Poland for the word trade-
mark “Buksteria” in class 16 of the Nice Classification for books and magazines. Therefore, if
books are sold on the website at buksteria.pl, then the use of this designation in the Internet
domain name will also be considered as the use of a protected trademark.

Unfortunately, there are cases that an entrepreneur who is already operating on the mar-
ket, only when he decides to register a domain (or completely independently), discovers
that someone has preceded him and registered a given name. Sometimes third parties will
do it on purpose, e.g. in order to conduct similar activities and benefit from the reputation



2. Internet search engines

of the entrepreneur or his signs already developed on the market, or to offer resale of such
domains at an exorbitant (totally unreasonable) price. Such cases are called “cybersquat-
ting”. There are also situations in which third parties register domain names confusingly
similar to those used so far by the entrepreneur, e.g. differing only by one - in addition,
the middle - letter (typosquatting). This type of behaviour may also be treated as an action
contrary to good manners, which violates the interests of the entrepreneur.

113)%13)%1:13 338 Fven if you have not registered your trademark before (it is always a good idea
to do so as soon as possible), you're not always defenceless against domain piracy. You can then
try to assert your rights based on the provisions of the Act on Combating Unfair Competition.

Internet domain disputes concerning infringement of third party rights as a re-
sult of concluding or performing a domain agreement are often resolved by arbitration.
In the case of registration of domains with the “pl” ending, the subscriber, by signing
the agreement, in accordance with NASK’s regulations, must agree to submit a potential
dispute to an arbitration court. Otherwise, the subscription contract expires within a spe-
cified period.

In practice, domain disputes (in relation to domains ending in “pl”) are most often
resolved by the Arbitration Court for Internet Domains at the Polish Chamber of In-
formation Technology and Telecommunications with its registered office in Warsaw. If, as
a result of a final decision of the arbitration court or common court, a violation of the ri-
ghts of a third party (e.g. protection right for a trademark or right to a company name)
by the subscriber is found, in accordance with NASK’s regulations, the domain agreement
is terminated without observing notice periods.

With regard to disputes concerning popular domains with the “eu” ending, the Czech
Arbitration Court in Prague, which was appointed by the European Commission, plays an
importnant role in hearing cases in this field. On the other hand, if you want to dispute
a domain ending with, for example, “com” “net” or “org”, you should go to the WIPO Me-
diation and Arbitration Centre, which is competent in such matters.

2. Internet search engines

Once you create a website, conclude a contract for the registration of a selected doma-
in, and register your trademark in the meantime, you will certainly start thinking about
positioning your website on the Internet. There are over 1.5 billion pages on the web, so
to reach potential customers, it is worth using support to “stand out” in the crowd. Ima-
gine a street full of shop windows that offer the same type of products or even products
of the same brands. Everyone wants the customer to enter their store and make a purcha-
se there.

Website positioning requires the use of a service called Google Ads (previously:
AdWords). Thanks to it, the positioned website appears in the search results not only as a re-
sult of the Internet user searching for words corresponding to, for example, a domain name,
but also when searching for other words (the so-called key words), the choice of which de-
pends on the entrepreneur. Website positioning is therefore a type of advertising, the effect
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of which is to make search results (and positions in these results) dependent on keywords
assigned to a given website.

133137013138 Running advertising using keywords is fully allowed and does not in itself violate
the rules of fair market competition.

However, imagine that someone offering identical or similar goods starts to rank their
website in Google search using your trademark or your company name as a keyword. In
such a situation, broadly understood intellectual property rights may be infringed, inclu-
ding the violation of the rules of fair competition. Do not wait to react!

LU (el B Often just sending a warning letter to the infringer calling on him to cease
infringements can have the intended effect. Amicable resolution of the dispute is then faster

and less costly.

3. Auction sites

In the Internet space, a situation may occur when a person infringing on someone else’s
intellectual property rights acts with the use of services provided by another entity. These
services can usually be divided into two types. Some of them are necessary from the po-
int of view of running your own website, e.g. hosting services that ensure the operation
of the website by providing servers where its data is stored. Others, on the other hand, cre-
ate a specific space for offering goods or services on the Internet, e.g. auction sites. In both
cases, therefore, the question arises about the role and scope of responsibility of the entity

providing services to infringing entities.

12, GV HEN You discover that a popular auction site is selling counterfeit goods with your trade-
mark on them. Thus, the infringement takes place via an auction site, even though it is the result
of the direct activity of a specific infringer.

Remember that liability for infringement of intellectual property rights is always indi-
vidual. This means that, as a rule, in the situation described in the cited example, civil law
liability should be borne by both the entity running the auction site and the entity offering
counterfeit goods at the auction.

In practice, however, often a hosting provider or an auction service provider does not
have information that their client infringes the exclusive rights of others, and burdening
them with the responsibility for verifying such circumstances would be a significant dif-
ficulty for them. That is why a special action mechanism has been introduced in such si-
tuations: if you notify the infringing service provider of the fact of unlawful use of your
exclusive right and substantiate this circumstance, the service provider will have to imme-
diately prevent access to data related to the infringer’s activity.

In short: the service provider will block access to a website or auction where exclusive
rights are infringed on. Most importantly, in such a situation, you must provide eviden-




4. E-commerce

ce of the existence of your exclusive right and substantiate its infringement. How to do it
in the simplest possible way? Use an official document!

A3 Industrial property rights are always granted by the competent office (e.g. Patent
Office of the Republic of Poland), which issues an official document (patent document, protection

certificate, registration certificate) to confirm this fact. It is thanks to obtaining such a document
that you do not have to prove every time that the exclusive right belongs to you.

4. E-commerce

According to the latest data, 73% of Internet users shop online (“E-commerce in Poland
20207, Gemius report together with the Chamber of Electronic Economy). This means that
if you, as an entrepreneur, want to run your business online, it is definitely a good idea!

However, opening an online store involves several “pitfalls” that you should watch out for.
They can lead to the infringement on someone else’s intellectual property rights, even when
it seems to you that everything is fine. Let us look at the following example to illustrate
some of them.

m In your online store, you offer original products of other entrepreneurs. You have
the right to do that, as you bought them legally with the intention of reselling them to your cu-

stomers. In the offer, you present a photo of the product and a description that is posted on its
manufacturer’s website. You also indicate its trademark so that customers can see that the pro-
duct you offer is genuine.

In the presented situation, both the copyrights of the manufacturer of the offered goods
and the trademark protection right vested in him may be infringed upon. You will certainly
ask how it is possible — after all, the goods are original!

To begin with, you need to know that the fact of purchasing a copy of a product
does not mean that you also acquire the right to freely dispose of someone else’s trade-
mark. stated on the packaging of this product. Yes, you can inform your customers about
the origin of the goods, but you should only do so in a way that leaves no doubt that
itis just a mere information message. Otherwise, you may expose yourself to an allegation
of infringement upon the trademark protection right on the part of the rights-holder.
Therefore, if you want to indicate on your online store the names of the products offered
by other manufacturers or the names of these manufacturers, use them only in the ver-
bal version, even if they function on a daily basis in the word-graphic version and are
associated by everyone.

A separate problem concerns photos and descriptions of products, including lists
of their properties (specifications), which are often included in the content of the offer.
The photograph is generally subject to copyright protection, so you cannot download
it from the manufacturer’s website, and then use it in the content of your online store
without his consent. The easiest way to avoid such problems may be to take your own pho-
to of the offered product, then no one will accuse you of infringing on someone else’s in-
tellectual property rights. The situation is similar with regard to the product description.
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Although, in general, such a description may have a minimal creative level (often it sim-
ply presents the functional properties of the goods), it cannot be ruled out that a longer
verbal statement, even concerning the most ordinary goods, will be covered by copyright
protection.

[13%13)71:13 148 When you offer someone else’s goods in an online store, do not use their photos
or descriptions posted on the manufacturer’s official website if you do not have their consent,
but create them yourself.

Doubts may also arise when using the specification of goods, which is presented
on the manufacturer’s website, e.g. in tabular form. This sort of compilation may constitute
a protected database and, as such, be subject to someone else’s monopoly.

5. Social media

If you already have your own website, you have taken care of the Internet domain, which
you additionally position, and at the same time you run an online store, you are certainly
also present in social media. After all, it is one of the most popular channels that allows you
to quickly reach your audience and learn about their reactions. As an entrepreneur, you
are well aware of this and perhaps even set up your company’s social media account before
launching your website.

The same (common) rules for protecting intellectual property rights apply to social me-
dia. This means that you cannot, for example, use photos posted in other people’s posts
for your own purposes without obtaining the consent of the authorized person (unless
within the scope of their permitted private use). However, you can share other people’s
posts in their entirety with an indication of their author (publishing person). This is known
as content-sharing.

Important — be careful with the links you share with others! Responsibility for links
that infringe someone else’s copyright is still an issue that raises a lot of doubts. Imagine
that you provide a link on your profile that leads other users to materials unlawfully made
available on the Internet that are subject to copyright protection. In such a situation, you
run the risk of being accused of violating these rights, because as a linker, you disseminate
someone else’s work without the consent of the rights-holder.

m Ewa posted a post on her company account on a social networking site containing
a link directing to a PDF file uploaded by another person on the server. The content of this file

contained a scan of a book publication on the effective use of marketing tools in running a bu-
siness. The publication has been multiplied and then distributed without the consent of the ri-
ghts-holder.

The presented example shows one more important aspect. If linking is made for com-
mercial purposes and refers the recipient to an illegally distributed work, then the linking
party is liable for copyright infringement. Remember: as an entrepreneur, you take respon-
sibility online for what you share, so do it wisely!
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6. Computer programs

Surely you've heard that computer programs are protected by law, but you may not
have thought about what laws regulate this issue. It’s time to dispel doubts: of course, this
is protection guaranteed by intellectual property rights.

For years, the legal protection of software was not precisely defined in the applicable
regulations. It was one of those (increasingly frequent) cases where reality is ahead of exi-
sting legal regulations. In this case, you have to look for solutions that may not be perfect,
but they already exist and can be adapted to the needs of the protection of a given item. So
it was with computer programs.

Finally, it was assumed that computer programs would be protected as works by copyri-
ght law. They are protected as... literary works? If you are surprised by this, think for a mo-
ment about the form in which software is created - precisely by writing the appropriate
code by the author, which is then “read” by the computer. However, in order to answer
the question of what is really protected from the perspective of copyright in a computer
program, it is necessary to specify the following concepts:

m algorithm - these are certain formulas (procedures), the fulfilment of which allows
to achieve a specific result;

m source code — a record of a computer program in the language in which it was origi-
nally created by the software author;

m machine code - it is a record of a computer program after its compilation (colloquial-
ly speaking: translation) into a language understandable for a computer, i.e. a binary
language (zero-one).

All of the above elements make up the textual parts of the software (expressed in words). At
the same time, copyright protection covers both the source code and the machine (binary)
code. Algorithms, like the functions of a computer program, are not protected, because co-
pyright does not protect ideas or principles themselves, but only a specific form of expression.

143)%13)%1:13338 You cannot infringe upon someone else’s copyright on a computer program by cre-
ating software with similar functions if the source codes of the two programs are different.

Computer program as an intangible asset

N\

Non-textual elements,
Textual elements
\ e.g. look and feel elements
Algorithm Source code - writing the algorithm
in a high-level language

l compilation/assembly

Machine code - writing the algorithm in a low-level (binary) language

37




38 I1l. Protecting the company'’s intellectual property in the world of digital technologies

Copyrights to the computer program include:

m the right to reproduce the software (including, for example, its installation or rein-
stallation);

m the right to translate and adapt the software and make other changes;

m the right to distribute the software or copies thereof.

In addition to textual elements, computer programs also have elements that are not
expressed in words, such as graphical user interfaces (GUI), thanks to which the user in-
teracts with the software (e.g. through the window of the displayed program). Interfaces
are those parts of a program that allow interconnections and interactions between software
and hardware components. They may be protected under copyright law as works, but they
are not formally treated as computer programs (or parts thereof).

If a given graphical user interface is new and has an individual character, it can be pro-
tected independently of copyright protection as a registered industrial design. It is worth
remembering to protect your intellectual property rights as individual elements of a com-
puter program as much as possible!

Sample graphical user interface of an interior design program registered as an industrial design,
source: RCD 002661728-0001

Some activities related to a computer program are permitted from the point of view
of copyright law without the consent of the rights-holder. These are:

m backup;

m observing, examining and testing the functioning of a computer program in order
to learn its ideas and principles by a person having the right to use a copy of a com-
puter program;

m duplicating the code or translating its form in certain situations.



7. Computer-implemented inventions

A3 A computer program does not have to work to be protected by copyright law.
It is enough that the very fragment of its source code meets the conditions for recognizing it as

a work.

7. Computer-implemented inventions

While reading the previous chapter, you must have noticed that the protection of a com-
puter program by means of copyright law has some practical limitations, for example,
in terms of the lack of legal protection of the functionality of the software. When we talk
about functionality, those elements that may be of a technical nature come to mind very
quickly.

In fact, inventions are not computer programs, but only if we consider the computer
program as such. As you probably guessed, this wording opens the door to patenting inven-
tions, which in themselves (as such) are not only computer programs, but which, as a result
of their operation, cause the appearance of the so-called further technical effect.

m As examples of computer programs having a further technical effect when it is run
on a computer, one can indicate, for example, a computer program specifying the method of con-

trolling the anti-lock braking system in a car or restoring a distorted digital image (after: EPO
guidelines, part G.11.3.6.1). Another technical effect may also be the operation of an industrial
process under the control of a computer program, in particular by influencing the efficiency or
safety of processes (so: guidelines of the President of the Polish Patent Office on inventions
and utility models).

Remember: the software itself is never patentable. However, you can apply for patent
protection if your technical solution is supported by computer software. This means that
even before your invention, which is implemented through software, is made public, you
should find out whether - and if so, to what extent - it is possible to patent it.

LU LIl I A patent attorney, as a professional representative for patent applications,
will always help you determine whether your invention can be patented, and will prepare and file

a patent application on your behalf with the Patent Office of the Republic of Poland.

8. Artificial intelligence

Artificial intelligence is one of those concepts that have recently gained more and more
popularity. It is possible that, as a modern entrepreneur, you use this phrase in your business.

Defining what artificial intelligence is is quite a challenge. In simple terms, it can be
assumed (although there are many definitions) that this term covers a technology related
to the creation of computer programs (or more broadly — machines) that are designed
to analyse data and, on this basis, perform specific functions. At the same time, the deci-
sion-making process of the machine is supposed to reflect in the best possible way the one
that could occur if the decision was actually made by a human.
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Currently, more and more products appearing on the market are promoted as operating
on the basis of artificial intelligence. If you want to offer your product also using Al first
make sure that your solution does not fall within the scope of someone else’s monopoly
guaranteed by exclusive rights.

113%13)%1:19 48 A technical solution based on artificial intelligence may be protected by exclusive
rights. In turn, solutions created by artificial intelligence cannot, in principle, be protected - co-
pyrights or patents for inventions are vested (in the first place) in the creators who are natural
persons.

9. Database protection

Surely you remember that a list of various elements (e.g. specification of data concerning
goods) may be protected as a work, provided that it is creative and original. However, not
always created collections of data or any other materials structured in a specific way can be
protected under copyright law. That is why a separate system has been created to guarantee
the legal protection of databases that are the subject of intellectual property.

m Imagine the following situation: on your website you have prepared a list comparing
the technical properties of the offered products. For the purposes of this list, you have adopted

various criteria, thanks to which it is not only comprehensive, but also clearly shows the simi-
larities and differences between the compared products. You spent a lot of time and money
on this, primarily to gather the necessary information, analyse it, and then present the dataset.
Perhaps the result of your efforts is a work, but it is much more likely that you have created a da-
tabase, which itself is also subject to intellectual property and is protected.

A database is a set of data or any other materials and elements collected according
to a specific systematics or method, individually accessible in any way, including elec-
tronic communication, requiring a significant investment in terms of quality or quantity
in order to prepare verification or presentation of its content. As you have probably poin-
ted out, in order to be protected under intellectual property law, a database does not have
to have the characteristics of a work. In this case, the most important thing from the po-
int of view of the creation of exclusive rights to databases is the incurring of a significant
investment outlay by the rights-holder (in this case called the producer) in order to create
such a database.

A28 The exclusive right to the database arises spontaneously and does not require -

as in the case of works - taking action before the competent industrial property office in order
to acquire them.

The producer of the database has the exclusive and transferable right to extract the data
and re-use them in whole or in a significant part, in terms of quality or quantity. You will
no doubt immediately ask what part of such a protected database can be considered “signifi-
cant”. Such an assessment depends on the circumstances of each case. However, you should




10. Image protection

remember that an exclusive right to a database protects the database as a whole, not the in-
dividual information (data) categorized in such a database. As a rule, information as such
(e.g. technical data of an item, such as its weight, size, etc.) cannot be monopolized.

If you create a database, your exclusive right to it will last for 15 years following the year
in which you created the database. It is a significant amount of time, so do not forget about
the protection you get in this area (without incurring any costs).

10. Image protection

The image is what can effectively individualize us, especially in the virtual space, whe-
re content is often perceived by recipients primarily visually (eye-catching content). The
image - similarly to trademarks, works or industrial designs - may become the subject
of dispute from the perspective of intellectual property law. All the more so if it evokes
specific emotions among recipients, e.g. it generates trust that customers have for the en-
trepreneur.

The image is a personal right that is subject to legal protection. The dissemination
of the image requires the consent of the person to whom the image belongs. There are two
exceptions to this. The first concerns the image of a well-known person, if it was made
in connection with the performance of public functions. The second exception applies when
the image of the person depicted is only a detail of a whole, such as a gathering, a landscape,
a public event.

m A well-known manufacturer presents its image on the website, thus promoting
the offered product. You have this product in your offer, so you distribute the manufacturer’s

image in the online store next to the original product. In this case, you run the risk of being accu-
sed of disseminating someone else’s image without the right-holder’s consent.

The image may also be registered (to a limited extent) as a graphic trademark. The pho-
tograph itself depicting someone’s image may, in turn, be protected as a work. As you can
see, the use of someone else’s image must be approached very carefully so as not to infringe
various types of intellectual property rights.

Regardless of the above, you should remember that impersonating another person using,
for example, their image, in order to cause them material or personal damage, is a crime
(commonly referred to as “identity theft”). If such a situation affects you personally, react
immediately and report the matter to the law enforcement authorities.
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IV. Intellectual property in your company -
what to remember
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Do an audit. Check what constitutes your company'’s intellectual
property and what needs protection.

Verify whether your solutions are original, suitable for protection
and whether you do not infringe on the rights of third parties. Re-
member that researching industrial property rights and patent da-
tabases can be a source of knowledge and inspiration.

Take care of confidentiality. This is especially important in the pro-
tection of intellectual property!

Determine who has the rights to solutions and works, regulate re-
lations with employees and subcontractors.

Build an intellectual property protection strategy:

B Define what purpose it should pursue in relation to your busi-
ness plans.

B Determine what to protect and with what IP law.

B Specify the territorial scope. Define where your technology, pro-
duct or service will be offered and select the appropriate mode
of intellectual property protection in these countries/regions.

B Plan how long you will be protected.

B Think about how you intend to use the exclusive rights you have
obtained.

B Prepare an intellectual property management plan.

B Prepare an IPR cost estimate and include it in your company’s
budget.

Take care of filing applications for protection with the appropriate
patent office or create appropriate regulations.

Use the help of patent attorneys and other specialists!

Monitor competitor activities and fight infringements.

Develop your business - improve technologies, products, services.

Use your intellectual property rights and earn money on solutions!
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